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FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejec-
tion
of clainms 5, 15 through 20, 33 through 42 and 45 through 47.
Clains 7, 8 and 29 have been allowed. dains 1 through 4, 6,
9 through 14, 21 through 28, 30 through 32, 43 and 44 have
been cancel | ed.

Appel l ants' invention relates to an optical sem -
conduct or devi ce capable of producing light wwth a stable
wavel ength. On page 12 of the specification, Appellants
di scl ose that Figure 7 shows a principle and fundanent al
configuration of an optical device according to the first
aspect of the present invention. On page 13 of the specifica-
tion, Appellants disclose that Figure 7 shows a sem conduct or
| aser diode 1 and an optical nodulator 2. Figure 7 further
shows a resistor nmeans 5 which is connected in between the

current source 4 and the input of sem conductor |aser diode 1.
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A conmon connection nmeans 3 connects the outputs of the sem -
conductor laser diode 1 in the optical nodulator 2 and the

i nput of inpedance nmeans 8. The resistor neans operates as a
resistor at |east at a high frequency. Thus, the inpedance of
the path via the | aser diode 1 becones relatively |arge.
Consequently, the high frequency signal at the conmon connec-

tion means 3 due to the drive signa

is nore easily conveyed to ground via the inpedance neans 8.
Therefore, the influence of the drive signal to the sem con-
ductor | aser diode 1 can be reduced, thereby producing |ight
with a stable wavel engt h.

Appel I ants di scl ose on page 13 of the specification
that Figure 8 shows a configuration of an optical sem conduc-
tor device circuit according to the second aspect of the
present invention. On page 14 of the specification, Appel-
| ants di sclose that Figure 8 shows a bypass capacitor 9 con-
nected in parallel wth the sem conductor |aser diode 1. As
descri bed above, the high frequency signal at the common

connection neans 3 due to the drive signal is conveyed to
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ground. Therefore, an influence of the fluctuation on the
sem conductor diode 1 can be reduced.

I ndependent clainms 5 and 33 are reproduced as fol -
| ows:

5. An optical sem conductor device conprising:

a sem conductor | aser di ode;

a power supply including a bias current source for
bi asi ng said sem conductor | aser diode;

an optical nodulator for nodulating the |ight output
fromsaid sem conductor | aser diode in response to an applied
nodul ation signal, said sem conductor |aser diode and said
optical nodulator installed in a package;

a resistor connected in series between an el ectrode
of said sem conductor |aser diode and said bias current source
for inputting bias current to said sem conductor |aser diode
to generate light, said resistor being installed in said
package;

conmdn connecti on neans connected to one el ectrode
of said sem conductor | aser diode and to one el ectrode of said
opti cal nodul at or;

at | east one of inpedance neans and signal reflec-
ti on nmeans connected to said conmbn connecti on neans; and

ground neans connected to at |east one of said
i npedance neans and said signal reflection neans.

33. An optical nodule conprising:

a sem conductor | aser diode;
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an optical nodulator for nodulating the |ight output
fromsaid sem conductor |aser diode in response to an applied
nodul ati on signal; and

a bypass capacitor whose el ectrodes are respectively
connected to an el ectrode of said sem conductor |aser diode to
whi ch said power supply is connected and a conmopn connecti on
nmeans connected to one el ectrode of said sem conductor | aser
di ode and to one el ectrode of said optical nodulator within
sai d nodul e.

The references relied on by the Exam ner are as
fol | ows:
Fenner 3, 504, 302 Mar. 31, 1970
Suzuki et al. (Suzuki), "Electrical and Optical Interactions
bet ween I ntegrated | nGaAsP/ I nP DFB Lasers and

El ect roabsorpti on Modul ators,” Journal of Lightwave
Technol ogy, Vol. 6, No. 6 (June 1988), pp. 779-785.

Clainms 33 through 42 stand rejected under 35 U. S. C
8§ 102 as being anticipated by Suzuki. Caimb5 stands rejected

under 35 U. S.C. 8 103 as bei ng unpatent abl e over Fenner.

Clainms 15 through 20 and 45 through 47 stand rejected under

35 U.S.C. § 103 as bei ng unpatentabl e over Fenner and Suzuki
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Rat her than repeat the argunents of Appellants or
the Exam ner, we nake reference to the brief and the answer

for the respective details thereof.

OPI NI ON

After careful review of the evidence before us, we
agree wth the Exam ner that clains 33 through 42 are
anticipated under 35 U.S.C. § 102 by Suzuki. In addition, we
agree with the Exam ner that clainms 5, 15 through 20 and 45
t hrough 47 are unpatentable under 35 U S.C. 8 103 over Fenner
and Suzuki .

At the outset, we note that Appellants have
i ndi cated on page 5 of the brief that claim5 should stand
alone in this appeal. Al so, we note that the Appellants have
i ndi cated on page 6 that clains 33 through 42 on appeal shoul d
all stand or fall together and that clains 15 through 20 and
45 t hrough 47 on appeal should all stand or fall together.

37 CFR 8§ 1.192(c)(7) (July 1, 1995) as amended at
60 Fed. Reg. 14518 (March 17, 1995), which was controlling at

the tine of Appellants' filing the brief, states:
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For each ground of rejection which
appel | ant contests and which applies to a
group of two

or nore clains, the Board shall select a
single claimfromthe group and shal

deci de the appeal as to the ground of
rejection on the basis of that claimal one
unl ess a statenent is included that the
clains of the group do not stand or fal
toget her and, in the argunment under

par agraph (c)(8) of this section, appellant
expl ai ns why the clains of the group are
believed to be separately patentable.
Merely pointing out differences in what the
clainms cover is not an argunent as to why
the clains are separately patentable.

Appel | ants have provided a statenent that claimb5 stands

al one. Appellants have al so provided a statenent that clains
33 through 42 stand or fall together as one group and cl ai ns
15 through 20 and 45 through 47 stand or fall together as one
group. We will, thereby, consider the Appellants' clains as
standing or falling together in regard to these two groups.
Thereby, we will treat claim 33 as a representative clai m of
the group of clains 33 through 42 and we will treat claim 15
as a representative claimof the group of clains 15 through 20

and 45 t hrough 47.
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It is axiomatic that anticipation of a claimunder
8§ 102 can be found only if the prior art reference discloses
every elenment of the claim See In re King, 801 F.2d 1324,
1326, 231 USPQ 136, 138 (Fed. G r. 1986) and Lindemann
Maschi nenfabri k GvBH v. Anerican Hoist & Derrick Co., 730 F.2d

1452, 1458,

221 USPQ 481, 485 (Fed. Cir. 1984). "Anticipation is
established only when a single prior art reference discl oses,
expressly or under principles of inherency, each and every

el ement of a clainmed invention." RCA Corp. v. Applied D gital
Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385, 388
(Fed. Cir. 1984), cert. dism ssed, 468 U S. 1228 (1994),
citing Kalman v. Kinberly-dark Corp., 713 F.2d 760, 772, 218
USPQ 781, 789 (Fed. Cir. 1983).

Appel | ants argue on page 9 of the brief that Suzuki
does not disclose Appellants' limtation of having the bypass
capacitor directly connected to the comobn substrate. W note
Appel l ants' claim 33 recites "a bypass capacitor whose

el ectrodes are respectively connected to an el ectrode of said

8
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sem conductor | aser diode to which said power supply is
connected and a common connection.”

On pages 3 and 4 of the Examiner's answer, the
Exam ner argues that Suzuki teaches a bypass capacitor which
is connected to a conmon connection as recited in Appellants
claim33. The
Exam ner argues that Suzuki teaches connecting in parallel a
bypass capacitor with the |aser diode. The Exam ner argues

that two electrical devices are in parallel when the positive

termnals are joined to one conductor and all the negative
termnals are joined to another conductor. The Exam ner
points out that in order for the capacitor and the |aser to be
in parallel, the positive termnals would have to be joi ned
and the negative termnals would al so have to be joined. The
Exam ner argues that the bypass capacitor would have to be
connected to the el ectrodes of the |aser diode and the comon
connection nmeans in order to establish a parallel connection.
W note on page 782 of Suzuki, first colunmm, that

Suzuki teaches a bypass capacitor connected in parallel to the
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| aser diode. W agree with the Exam ner that this teaching
woul d reasonably woul d have conveyed to those skilled in the
art that the bypass capacitor would be connected to the
positive termnal of the |aser diode and then to the common
term nal which would be ground. Therefore, we find that
Suzuki teaches all the limtations as recited in Appellants’
cl ai m 33.

On page 6 of the brief, Appellants point to Figure 9
of Suzuki and state that Figure 9 only shows capacitance C
connected to ground which represents the nodul ar part of the
devi ce,
consisting of a p-n junction capacitance, the bondi ng-pad
capaci tance, and the stray capacitance. W note that Figure 9
of Suzuki is not directed to the bypass capacitor as taught
earlier
on page 782. Turning to page 783, Suzuki teaches that the
capaci tance shown in Figure 9 is related to the p-n junction
capaci tance, the bondi ng-pad capacitance, and the stray
capaci tance of the laser diode itself. Therefore, the circuit

shown in Figure 9 is a circuit nodel for the frequency

10
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response of the |aser diode and not a show ng of the bypass
capaci tor taught on page 782.

On page 9 of the brief, Appellants further argue
that Suzuki fails to disclose the use of a Peltier elenent to
cool the substrate, as in the present invention. W note that
claim33 fails to recite this limtation.

Appel l ants' claimb5 stands rejected under 35 U. S. C.
8§ 103 as being unpatentable over Fenner. On page 10 of the
appeal brief, Appellants argue that Fenner's resistor 20 is
not installed in a package as required by Appellants’

i nvention.

W note that claim5 recites "a resistor connected
in series between an el ectrode of the sem conductor | aser
di ode and said bias current source for inputting bias current
to said
sem conductor | aser diode to generate light, said resistor
being installed in said package." Thus, we find that
Appel lants' claim5 does require that the resistor is to be

installed in a package.

11
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On page 5 of the Exami ner's answer, the Exam ner
argues that even though Fenner does not show installation of
the resistor 20 in a package, packages were notoriously wel
known in the art and that it would have been obvious to those
skilled in the art to install the resistor 20 in a package for
protection and integration.

The Federal Circuit states that "[t]he nere fact
that the prior art may be nodified in the manner suggested by
t he Exam ner does not nake the nodification obvious unless the
prior art suggested the desirability of the nodification." In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQR2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900, 902,
221 USPQ 1125, 1127 (Fed. Gr. 1984). The Federal Crcuit
reasons in Para-Ordnance Mg. Inc. v. SGS Inporters Int']

Inc., 73 F.3d 1085, 1088-89, 37 USPQ2d 1237, 1239-40 (Fed.
Cir. 1995), cert. denied, 117 S.C. 80 (1996), that for the
determ nati on of obvi ousness, the court nust answer whet her
one of ordinary skill

in the art who sets out to solve the problemand who had

before himin his workshop the prior art, would have been

12
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reasonably expected to use the solution that is clainmed by the
Appel | ant s. W agree with the Exam ner that it was well
known in the art to package integrated circuits. Furthernore,
we find that it was well known in the art that packagi ng was
done for the purposes of providing protection and all ow ng
sinplicity of attachment. Therefore, we find that it would
have been obvious to those skilled in the art to package the
circuit shown in Figure 1 of Fenner. Therefore, we wll
sustain the Examner's rejection of claim5 under 35 U.S.C. §
103.

Clainms 15 through 20 and 45 through 47 stand
rejected under 35 U. S.C. § 103 as bei ng unpatentabl e over
Fenner and Suzuki. On page 11 of the brief, Appellants argue
that neither of the cited references teaches, nentions or
suggests the bypass capacitor connected between an el ectrode
of the sem conductor |aser diode and a common connecti on nmeans
as recited in claima1l5. As shown above, Fenner does teach
a bypass capacitor connected between an el ectrode of the

senm conduct or di ode and t he common connecti on nmeans.

13
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Therefore, we will sustain the Exam ner's rejection of clains
15 through 20 and 45 through 47.

In view of the foregoing, the decision of the
Exam ner rejecting clainms 33 through 42 under 35 U.S.C. § 102
is affirmed. |In addition, the decision of the Exam ner
rejecting clains 5, 15 through 20 and 45 through 47 under 35

US. C 8§ 103 is affirned.

No tinme period for taking any subsequent action in

con- nection with this appeal may be extended under 37 CFR 8§

1.136(a).
AFFI RVED
JAVES D. THOWVAS )
Adm ni strative Patent Judge )
)
)
)  BOARD CF
PATENT
M CHAEL R FLEM NG ) APPEALS AND
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